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~ The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)S Responsive to communication(s) filed on 09 July 2003 . 
2a)E] This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 16.17.19-23 and 25-29 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 16.17. 19-23 and 25-29 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 1 20 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). 



2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. Claims 16,17,19-23 and 25-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dahlin et al US 6468678, Toliver et al 6217252 and Lyman 3985588 
for the reasons of record. 

3. Applicant's arguments filed 9 July 2003 have been fully considered but they are 
not persuasive. 

Applicant appears to argue that since the article of Dahlin et al is not thermally 
sprayed that it does not meet the claim limitations. However as the examiner pointed 
out process limitations can be given no weight in article claims unless it can be shown 
that they produce a patentably distinct article. 

It has been held that where claimed and prior art products are identical or 
substantially identical in structure or in composition, a case of anticipation or a prima 
facie case of obviousness has been established and the burden of proof is shifted to 
applicant to show that prior art products do not necessarily or inherently possess the 
characteristic of a claimed product whether the rejection is based upon "inherency" 
under 35 USC 102 or on "prima facie obviousness" under 35 USC 103 jointly or 
alternately. In re Best 562 F2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977); In re 
Ludke, 58 CCPA 1159,441 F 2d at 212-13, 169 USPQ 563 (1971); In re Brown, 59 
CCPA 1036, 459 F. 2d 531, 173 USPQ 685 (1972). 
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" When the PTO shows a sound basis for believing that the products of the 
applicant and the prior art are the same, the applicant has the burden of showing that 
they are not". In re Spada. 91 1 F2d 705, 709, 15 USPQ 2d 1655 (Fed. Cir-1990). 

This has not been shown by applicants. 

Hence the only claim limitations of independent claim 16 is an article comprising 
a flexible magnetic coating comprising magnetic particles in or on a matrix fixedly 
attached to a substrate and for independent claim 22 : a flexible anisotropic magnet 
comprising magnetic particles dispersed within a matrix. 

Both of these broad claims, lacking further evidence are obvious since they are 
encompassed by the structure and composition of the articles of Dahlin et al . As the 
examiner pointed out the preferred particles of Dahlin are strontium ferrite particles 
which satisfy claims 17,19,23,25. The melt flow index is taught by Dahlin as well as 
ranges which encompass the other structural and compositional limitations as 
previously pointed out. 

Applicants attorney argument that Dahlin teaches embodiments having several 
layers is not relevant since applicant has used open claim language which allow other 
layers. 

The examiner must give claims their broadest interpretation and hence a road 
surface or a liner (fig 2 of Dahlin) are considered substrates. 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 




STEVAN A. RESAN 
PRIMARY EXAMINER 



